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REMARKS 

Claims 1-15 are pending in this application. 
I. Rejection under 35 U.S.C. SI 02(e) 

Claims 1-3, 13, and 14 are rejected under 35 U.S.C. § 102(e) as being anticipated by 
Sarkar et al. (U.S. Patent No. 6,465,081) ("Sarkar"). Applicant respectfully traverses the 
rejection. 

The Examiner stated that, "Sarkar discloses an image receptor sheet comprising a 
substrate having two opposite sides, an ink receptive layer on one side of the substrate, and an 
ink repellent layer on the other side of the substrate, wherein the ink repellent layer is toner 
powder receptive so as to allow the image receptor sheet to be used in electrophotographic 
printers" (Office Action, page 3). According to the Examiner, the ink repellent layer of 
Sarkar is transparent and corresponds to the side of the substrate wherein the 
electrophotographic image is formed in the claims, and the ink receptive layer of Sarkar is 
transparent, comprises resin and filler, and corresponds to the characteristic controlling 
member in the claims. The Examiner further asserted that the Sarkar substrate is transparent. 

The Examiner concluded that, "[s]ince the ink receptive layer is substantially identical 
to the claimed characteristic controlling member, the layer inherently functions as [a] 
glossiness controlling layer that reduces glossiness. Since all . . . three layers are transparent, 
an image that may be provided on the ink repellent toner receptive layer can be seen when 
viewed through the substrate" (emphasis added) (Office Action, page 3). 

According to Sarkar, the ink receptive layer is coated on the side of the substrate that 
receives the image (col. 9, Example 9). The ink receptive coating comprises at least one layer 
of a hydrophilic polymer or blend of polymers and may include additives, such as fillers (col. 
5, line 60, to col. 6, line 15). The filler "may be used to modify the mechanical properties of 
the [ink-receptive] coating" and may include colloidal silica and alumina (col. 6, lines 39-42). 
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The Examiner stated that the Sarkar ink receptive layer corresponds to the 
characteristic controlling member of the claims. However, in claims 1-3, 13, and 14, the 
characteristic controlling member controls, including reduces, glossiness. There is no 
indication in Sarkar that the ink receptive layer has this capability. In order to anticipate a 
claim, the cited reference must disclose every limitation of the claim. Since Sarkar does not 
disclose glossiness control, Sarkar cannot anticipate the claims. 

The resins and fillers referenced by the Examiner are exemplified in Examples 1 
and 9, as polymethylmethacrylate microspheres and colloidal hydrated alumina, respectively. 
Regarding the filler, Sarkar states that, "[fjillers maybe used to modify the mechanical 
properties of the coating, provided that such materials do not compromise the transparency of 
the layer. Suitable materials include colloidal . . . alumina" (emphasis added) (col. 6, lines 
40-43). Thus, the filler, the colloidal hydrated alumina, is added on the condition that it does 
not compromise transparency. In other words, the filler cannot significantly alter light 
transmittance. Since light transmittance correlates to light scatter and since light scatter 
correlates to glossiness, it follows that the inability of the filler to alter light scatter correlates 
to the inability of the filler to alter glossiness. If glossiness cannot be altered, then it certainly 
cannot be controlled. 

Regarding the resin, Sarkar adds polymethylmethacrylate microspheres to the ink 
receptive coating compositions of Examples 1 and 9, for example, to control the friction of 
the sheet, not to control glossiness. This interpretation is supported by the Sarkar examples, 
wherein 30 um polymethylmethacrylate microspheres are added to the ink receptive layer 
composition in a concentration of 0.1%. The ratio of polymethylmethacrylate to the polymer 
component (hydroxypropylmethylcellulose at a concentration of 5.6%) is 0.1:5.6, or 
approximately 0.02:1, which is too small a ratio to control glossiness. Thus, neither the filler 
nor the resin functions to control glossiness. 
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Should the Examiner believe that anything further would be desirable in order to place 
this application in even better condition for allowance, the Examiner is invited to contact the 
undersigned at the telephone number set forth below. 

Respectfully submitted, 




James A. Oliff 
Registration No. 27,075 



Kristin K. Vidovich 
Registration No. 41,448 
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Date: May 11, 2004 
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